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DETAILED ACTION 

Claim Objections 

1 . Claims 2-8 are objected to because of the following informalities: For claims 2-8, 
since the letters designating separate components are capitalized in claim 1 and the 
first section of claim 7, further references to these components should also be 
capitalized. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-8 and 12-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nordstrom et al. (U.S. Patent No. 6,379,807). 

For claims 1-7, 12, Nordstrom teaches coating compositions containing a film 
forming binder and a volatile liquid carrier. Col. 1 , lines 48-52, Col. 2, lines 38-55, and 
Col. 3, lines 6-14. Nordstrom teaches that the composition contains an acrylosilane 
copolymer, melamine component, and organic polyisocyanate. Col. 1, line 53 through 
col. 2, line 5. Nordstrom teaches that the acrylosilane copolymer contains hydroxy 
functional monomers and that the hydroxyl number of the polymer is from 20-200, 
overlapping applicant's range and containing an endpoint within applicant's range. Col. 
3, lines 45-53. In col. 5, lines 31-39, Nordstrom teaches that the polyisocyanate is an 
adduct of a polyisocyanate and a polyol, therefore containing carbamate groups. 
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Nordstrom teaches that the melamine component is alkylated melamine in col. 5, 
lines 52-58. 

For claim 8, Nordstrom teaches a polymer fitting the limitations set forth in the 
claim that has a weight average molecular weight of 4800. See Example 1 , col. 7 and 
col. 8. 

For claims 13-18, Nordstrom teaches that the composition is used as a clearcoat 
finish over pigmented base coats on trucks or automobiles. Col. 1 , lines 5-21 and Col. 
8-37. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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6. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom et al. (U.S. Patent No. 6,379,807). 

For claims 9 and 10, Nordstrom teaches the limitations of claims 7 and 8 as 
detailed above. Nordstrom does not expressly teach the particular monomers as set 
forth by applicant in claims 9 and 10. However, as set forth in Example 1, Nordstrom 
teaches the presence of styrene, methacryloxypropyl trimethoxysilane, and 
isobutylmethacrylate. Nordstrom teaches hydroxylethyl methacrylate instead of 
hydroxypropyl acrylate and 2-ethylhexylacrylate instead of butyl acrylate. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to make these substitutions in light of the teachings of Nordstrom in col. 3, 
lines 15-34 and lines 45-53. Nordstrom teaches hydroxypropyl acrylate and butyl 
acrylate in the cited sections along with the corresponding monomers used in Example 
8. Therefore, the monomers are equivalents. It is prima facie obvious to substitute 
equivalents, motivated by a reasonable expectation that the respective species will 
behave in a comparable manner or give comparable results in comparable 
circumstances. In re Ruff 1 1 8 USPQ 343, In re Jezel 1 58 USPQ 99; the express 
suggestion to substitute one equivalent for another need not be present to render the 
substitution obvious. In re Font, 213 USPQ 532. 

7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nordstrom et al. (U.S. Patent No. 6,379,807) as applied to claim 7 above, and further in 
view of Gregorovich et al. (U.S. Patent No. 6,080,816). 
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For claim 1 1 , Nordstrom teaches the limitations of claim 7 as detailed above. 
Nordstrom does not teach the presence of a moisture scavenger as set forth in claim 
11. 

Gregorovich teaches compositions used for clear coatings. Gregorovich teaches 
the addition of orthoformate scavengers in col. 9, lines 53-56. 

Gregorovich and Nordstrom are analogous art in that they both teach clear 
coatings containing acrylosilane copolymers. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to add the moisture scavengers of 
Gregorovich to the compositions of Nordstrom. The motivation would have been that 
Gregorovich teaches that the addition of scavengers improves stability of the 
composition. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lewin etal. (U.S. Patent No. 5,684,084), Donnelly et al. (U.S. 
Patent No. 5,965,272), Lin et al. (U.S. Patent No. 5,985,463), Green (U.S. Patent No. 
6,239,212), Paquet, Jr. et al. (U.S. Patent No. 6,767,642), Toui et al. (US 2002/0010271 
A1), and Toui et al. (US 2002/0015795 A1) are cited for general interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey B. Robertson whose telephone number is (571 ) 
272-1092. The examiner can normally be reached on Mon-Fri 7:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Jeffrey B. Robertson 
Primary Examiner 
Art Unit 1712 

JBR 



